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DETAILED ACTION 

Information Disclosure Statement 

1 . The references cited in the Search Report dated March 16, 2005 have been 
considered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 4 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 4 and 16, the phrase "contains less than 500ppm in total of divalent and 
trivalent metal ions (other than any divalent and trivalent metal ions bound to a 
component of the ink)" is considered vague and indefinite because it is unclear whether 
the limitations in the parenthesis are part of the claimed invention. See MPEP 
2173.05(d). The use of this phrase suggests that the claimed composition may be 
produced to the desired end product with or without the inclusion of those components 
(i.e. limitations). Therefore, one must resort to conjecture to ascertain applicants 
intended point. The examiner suggests the deletion of the parenthesis or adding a new 
dependent claim to cover the limitations contained in the parenthesis. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-5 and 8-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DE 41 08596 in view of WO 03/078529. 

DE 4108596 teaches a process for the purification of a dye such as a 
phthalocyanine dye with a step of cross-flow microfiltration wherein the cross-flow 
microfiltration step is repeated at least once. The purified dyes are usable in inkjet ink 
compositions. See the abstract. DE 41 08596 fails to teach the use of the 
phthalocyanine dye of the Formula (1) as claimed by applicants. 

WO 03/078529 teaches am inkjet ink composition comprising a liquid medium 
and mixture of copper phthalocyanine dyes of the Formula (1) 

CuPcCSOaMWSOaNHaJy 

Formula (1) 

wherein CuPc is copper phthalocyanine; M is a cation; x and y each independently have 
a value of from 0.5 to 3.5; and (x+y) = 2 to 5. The ink has a viscosity of less than 20 cP 
at 25 °C and preferably contains less than 500 ppm in total of divalent and trivalent 
metal ions and less than 500 ppm in total of halide ions. The ink is filtered through a 
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filter having a mean pore size below 10 urn. WO 03/078529 further teaches a process 
for printing comprising ejecting the above inkjet ink composition onto a substrate such 
as paper. See page 2, lines 3-13, page 4, lines 12-15, page 5, lines 31-36, page 6, 
lines 3-1 0, page 7, lines 1 2-37, page 8, lines 9-1 2 and lines 19-21, example 1 , Table 1 , 
examples 12-14 and claims 1 and 7-13. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have replaced the phthalocyanine dye of DE 4108596 with the phthalocyanine dye of 
Formula (1) of WO 03/078529 because the DE 4108596 reference teaches that any 
phthalocyanine dye may be purified by the step of cross-flow microfiltration as claimed 
by applicants. 

It is the examiner's position that it would have been obvious to one having 
ordinary skill in the art that the step of cross-flow microfiltration as taught by DE 
4108596 would include a membrane with a nominal molecular weight cut-off in the 
range of from 5,000 to 500,000 (or in the range from 20,000 to 100,000) since the step 
of cross-flow microfiltration in the above reference is the same as that claimed by 
applicants. 

Applicants should note that the above DE 4108596 reference has been 
considered to the extent that it was cited as an Y reference in the search report on the 
claims since there was no translation readily available. 
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6. Claims 1-6 and 9-17 are rejected under 35 U.S.C. 103(a) as being obvious over 
DE 41 08596 in view of Patel (US 7,1 56,908). 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1 ) a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1 .131 ; or (3) an oath or declaration under 37 CFR 1 .130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321 (c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

DE 4108596 teaches a process for the purification of a dye such as a 
phthalocyanine dye with a step of cross-flow microfiltration wherein the cross-flow 
microfiltration step is repeated at least once. The purified dyes are usable in inkjet ink 
compositions. See the abstract. DE 4108596 fails to teach the use of the 
phthalocyanine dye of the Formula (1) as claimed by applicants. 
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Patel teaches am inkjet ink composition comprising a liquid medium and mixture 
of copper phthalocyanine dyes of the Formula (1 ) 



wherein M is Cu or Ni; Pc represents a phthalocyanine nucleus of Formula (2); 



R 1 , R 2 and R 3 independently are H or optionally substituted C1-4 alkyl; R 4 is optionally 
substituted C1-4 hydroxyalkyl, preferably -CH 2 CH 2 OH; x is greater than 0 and less than 
1 .8; y and z are both greater than 0 and (x+y+z) is 2.4 to 4.5. The ink has a viscosity of 
less than 20 cP at 25 °C and preferably contains less than 500 ppm in total of divalent 
and trivalent metal ions and less than 500 ppm in total of halide ions. The ink is filtered 



(1) 



(SO; 3 H) x 

/ 

(S0 2 NR 3 R 4 ) z 




(2) 
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through a filter having a mean pore size below 10 urn. Patel further teaches a process 
for printing comprising ejecting the above inkjet ink composition onto a substrate such 
as paper. See col. 1 , line 40 - col. 2, line 5, col. 2, lines 22-67, col. 3, lines 28-34 and 
lines 58-62, col. 5, lines 38-63, col. 6, lines 1-3 and lines 59-61, col. 8, lines 5-17, 
examples 1, 17-333 and 34 and claims 1-4, 7-10 and 19-22. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have replaced the phthalocyanine dye of DE 4108596 with the phthalocyanine dye of 
Formula (1) of Patel because the DE 4108596 reference teaches that any 
phthalocyanine dye may be purified by the step of cross-flow microfiltration as claimed 
by applicants. 

It is the examiner's position that it would have been obvious to one having 
ordinary skill in the art that the step of cross-flow microfiltration as taught by DE 
4108596 would include a membrane with a nominal molecular weight cut-off in the 
range of from 5,000 to 500,000 (or in the range from 20,000 to 100,000) since the step 
of cross-flow microfiltration in the above reference is the same as that claimed by 
applicants. 

Applicants should note that the above DE 4108596 reference has been 
considered to the extent that it was cited as an Y reference in the search report on the 
claims since there was no translation readily available. 

Applicants should also note that the 102(e) date for the Patel reference is the 
international filing date (i.e. September 19, 2003) since the WIPO publication of the IA is 
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in English and designated the US. The examiner has included a copy of WO 
2004/035701 . 

7. Claims 1-5, 7 and 9-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DE 4108596 in view of Gregory et al. (US 5,296,023). 

DE 4108596 teaches a process for the purification of a dye such as a 
phthalocyanine dye with a step of cross-flow microfiltration wherein the cross-flow 
microfiltration step is repeated at least once. The purified dyes are usable in inkjet ink 
compositions. See the abstract. DE 41 08596 fails to teach the use of the 
phthalocyanine dye of the Formula (1) as claimed by applicants. 

Gregory et al. teaches am inkjet ink composition comprising a liquid medium and 
mixture of copper phthalocyanine dyes of the Formula (1 ) 



LPcfSOs" 




Forraula (I) 



-If 



wherein L is a metal such as Ni or Cu; Pc is a phthalocyanine radical; R 1 is H, alkyl or 
substituted alkyl; R 2 is H; M+ is NH4+ or a substituted ammonium ion and (t+q) is from 3 
to 4. The ink is filtered to remove unwanted anions such as CI ions. Gregory et al. 
further teaches a process for printing comprising ejecting the above inkjet ink 
composition onto a substrate such as paper. See col. 1 , lines 30-66, col. 2, line 1 , col. 
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3, lines 46-48, col. 4, lines 24-37, col. 5, lines 31-50, examples 1, 3 and 5-8 and claims 
1, 2, 4 and 6-12. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have replaced the phthalocyanine dye of DE 4108596 with the phthalocyanine dye of 
Formula (1 ) of Gregory et al. because the DE 41 08596 reference teaches that any 
phthalocyanine dye may be purified by the step of cross-flow microfiltration as claimed 
by applicants. 

It is the examiner's position that it would have been obvious to one having 
ordinary skill in the art that the step of cross-flow microfiltration as taught by DE 
4108596 would include a membrane with a nominal molecular weight cut-off in the 
range of from 5,000 to 500,000 (or in the range from 20,000 to 100,000) since the step 
of cross-flow microfiltration in the above reference is the same as that claimed by 
applicants. 

Applicants should note that the above DE 4108596 reference has been 
considered to the extent that it was cited as an Y reference in the search report on the 
claims since there was no translation readily available. 

The only limitations in the claims not found by the examiner are the viscosity, the 
total amount of divalent and trivalent ions and the total amount of halide ions of the ink 
composition. However, these limitations are considered inherent because there does 
not appear to be any reason why the cited reference (i.e. Gregory et al.) would not 
contain an inkjet ink composition with applicants claimed: (1) viscosity since it is well 
known that inkjet inks possess specific viscosities in order to be stably ejected from the 
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nozzles of the inkjet printing apparatus and (2) the total amount of divalent and trivalent 
ions and the total amount of halide ions of the ink composition since the inkjet ink of 
Gregory et al. is filtered to remove CI ions (see specifically example 1). 



Conclusion 

The remaining references listed on forms 892 and 1449 have been reviewed by 
the examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helene Klemanski whose telephone number is (571) 
272-1370. The examiner can normally be reached on Monday-Friday 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emily Le can be reached on (571 ) 272-0903. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Helene Klemanski/ 

Primary Examiner, Art Unit 1734 



